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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1. Claims 13-21, 23 and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Moens (US 5397641) in view of Kaplan (US 587192) and Barkac (US 
6191225). 

Elements of this rejection are as set forth in the action dated 6/1 1/07 and 
12/18/07. Applicant amends claim 13 to include the requirement of a gloss level of 
between 10 and 70. 

Regarding newly amended claim 13: Moens discloses thermosetting powder 
coatings having a high gloss value and exemplifies the gloss in the Examples to be 
values greater than 80. There is no disclosure of Moens as to what range "high" 
encompasses and as such it is unclear to the Examiner why, when the compositional 
elements are met, there is a discrepancy in the gloss values between Moens and 
Applicant. It seems that the "high" range would encompass the 10-70 gloss range of 
Applicant's claims since the compositional elements are met. Since all combinations of 
polyester, acrylic and curing agent apparently do not result in the gloss value of 
Applicant's claims, as evidenced by Moens, the Examiner requests a showing of how 
one of ordinary skill would be enabled to make Applicant's invention with low gloss 
without undue experimentation. As it stands Applicant's disclosure and claims are 
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drawn to any combination of elements which meet the wt%, monomer mole% and MW 
requirements of the claims and said combination, for reasons unknown to the Examiner, 
sometimes results in low gloss. 

Additionally, Moens, Kaplan and Barkac include elements as set forth previously. 
Hoebeke discloses processes for preparing powdered thermosetting compositions with 
matte finish. Said compositions comprise a carboxyl functional polyester (similar in 
monomer components, acid functionality and MW to both Moens and Applicant's 
claims) and a glycidyl containing acrylic copolymer (similar in monomer components, 
functionality and MW to both Moens and Applicant's claims). Hoebeke discloses that 
matte finishes can be formed by controlling various aspects of the carboxyl functional 
polymer and glycidyl functional acrylic copolymer. See Column 4 lines 26-31 , by 
controlling the branching and the acid number of the carboxyl polyester one can have a 
gloss or matte finish, likewise see Column 5 lines 54-Column 6 line 8, by controlling the 
Mn and the monomer makeup of the glycidyl functional acrylic copolymer one can also 
control the resulting powder coating finish. Hoebeke discloses that said makeup is 
critical for matte finish and in order to produce a matte finish over a gloss finish one 
must have a preponderant amount of methyl methacrylate, and less than 30 wt% 
glycidyl acrylate or methacrylate. The monomeric makeup has thusly been shown to be 
a result effective variable wherein certain ranges of said monomers will result in matte 
over gloss finishes. Example 1 5 of Moens discloses an example of the monomeric 
makeup the glycidyl functional acrylic copolymer used to form the glossy product of the 
Examples. Said Example is in accordance with said teachings of Hoebeke since the 
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monomeric makeup is outside the ranges taught by Hoebeke and results in a glossy 
finish. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use in Moens the monomeric makeup of the glycidyl functional acrylic 
copolymer, as taught by Hoebeke, in order to form a matte finish. As such the new 
limitation is met. 

2. Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moens (US 5397641), Hoebeke (US 5525370), Kaplan (US 587192) and Barkac 
(US 6191 225 in further view of Kaplan (US 631 3234). 

This rejection is as set forth in the action dated 6/1 1/07 and 12/18/07, the 
preamble amended to include Hoebeke. 

3. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moens, 
Hoebeke (US 5525370), Kaplan '192 and Barkac in further view of Hoebeke. 

This rejection is as set forth in the action dated 6/1 1/07 and 12/18/07, the 
preamble amended to include Hoebeke. The rejection is separated from Moens, 
Hoebeke, Kaplan and Barkac above for ease and clarity of the rejections. 

4. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moens, 
Hoebeke, Kaplan '192 and Barkac in further view of Knoops (WO 02055620). 

This rejection is as set forth in the action dated 6/1 1/07 and 12/18/07, the 
preamble amended to include Hoebeke. 
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Conclusion 
Response to Amendment 

5. Applicant's amendment with respect to claims 13-26 have been considered but 
are moot in view of the new ground(s) of rejection. Applicant put forth further arguments 
in the remarks submitted 1 1/13/07 which have been addressed in the action dated 
1 2/1 8/07, see pages 3-6 of said action . Appl icant has offered no further arguments and 
only submits that the amendment previously set forth was not complete. New grounds 
of rejection as set forth above in light of this new amendment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alicia M. Toscano whose telephone number is (571)272- 
2451 . The examiner can normally be reached on M-F 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AMT 



/Randy Gulakowski/ 

Supervisory Patent Examiner, Art Unit 1796 



